REMARKS 



Claims 141 are pending in this application. 

Claim I has been amended to include "one or mere second solvent selected from the 
m ^ o - \ N - < ^ < » v « \\ < v, . m was 

recited in claim 13. Also, claims 12-14 have been cancelled. 

e v ms i 5 have been m dec ! s s para ft 

rejection. 

No new matter has been added by way of the present submission. 

\dditioaaily, no new issues have been raised * aeh v ... ^ ' 

as v o : j ttion on die pan of the Examiner. In particular, amended claim 1 is simply 
momg N ^ m oj'ehum 13, \% jch has already been searched and consider*: 

event that the present submission does not place the application into condition for allowance, 
entry thereof is respectfully requested as placing the appl ication into better form for appeal. 

In. view of the following remarks. Applicants respectfully request that the Examiner 
vt . s and allow the currently pending claims. 

I Issues Under 35 U.S.C. § 112, Second Paragraph 

Claims 2. 3, 5, 12 and 14 are rejected under 35 U.S.C. §112, second paragraph, for being 
allegedly indefinite. Tins rejection is respectful ly traversed. 

>. s <v „t >• ' » « limiting the 

subject matter of claim 1. In this Reply, Applicants have amended claim 2 according to the 
\,m\ v s v ,o, 

e\Vvt ,p_daim ^ v ! „ 

claim 5 are not duly consistent with t he limitations of claim 1 . Therefore, to resolve tins part of 
the rejection, the limitations of Af " and "r are properly amended. 
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- ^ am c laims 12 a nd 14 , Applicants cancelled these claims from the present. 
apHi;:a:h>o. 

withdrawal thereof are respectfully requested. 

II Prior Art Eased Issues 

II - A. k'mho ei ai and Ha et aL 

Claim 10 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Kosho ei ai. (JP 
2002-151272) hi view oi ito et a (t S 5.993,694 c ( i is respectfully traversed. 

Claim 10 is drawn to a solar cell which is made \w : >a . s • *» tarnish 

defined in claim 1 . 

Kosho et ah disclose an electroluminescent element comprising a positive and a negative 
electrodes, one or a plurality of layers of organic compounds, a carrier transport sub-layer of 

As Applicants argued at page 10 of the April 16. 2009 Reply, Kosho et al. have not 
recognized the problems of the varnish eomah ng oligon ens in orhei word . a varnish 
containing w organic charge- transport rw n u ot\cC m a 

u 1 v p^hcc.u 

j>Ki so e . anon, because it has a great intermolecuiar force due to k-k stacking effect 
and hence is poorer in dispersibility than polymeric materials having a sufficiently high 
1 lerefo - a : ii es formed with the oligomers of Kosho et ah would be 
expected to have the problem of surface irregularities. This is also described in the present 
\ ^ , - , page 2, hne 32 

Further, Applicants respectfully direct the Examiner's attention to the examples m the 
present specification which show that using the solvent of Kosho et al. gives inferior results to 
the presently claimed solvent combination. 

For instance, the data from Table 2 at page 30 is reproduced (in part) below. 
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A varnish conta 


mina a low 




(DMF) as in 


Comparative 


Example 1 v 


is the same sol-vent as 


was used by Kosho et al. g 


we a film h 


iving a high 


surface roug 



compared to a varnish containing a high viscosity solvent of cyclohexanoi (c-HexOH) and N,N- 
dimethylacetatnide (DMAc) as in Inventive Example 1 which gave a film having a very low 
surface roughness over a variety of film thicknesses. 

s espectfu \\ submit that the surface roughness shown m Comparative 
Example 1 would be similar to the surface roughness of the product of Example i (Table 1) of 
Kosho et ai. 

Therefore, there is a strut un ctioi between he solas eel presc la 

the solar cell of Kosho et ai, 

» v v s<~ ^ * v am 10 is patentably distinct from Kosho et al. Also, the 
de k ienciex o % KLo > k> et ai. cannot be cured by Ito et al. since the ho et al. reference also tails to 

t. .H < V >. _ V S ^ S -J \ I C 

Applicants note that the Examiner indicates on page 8 o tbx outs 
thai claim 1<> ss Nil m with respect to surface irregularities. 

However. Applicants are claiming the above-mentioned inventive features already that 
lead v s <-v v \ U legal 

precede n krchm S.P j 85 788 i 78 concerning objecth 

evidence, as \ mo (emphasis added): 
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Application No.: 10/534.042 Docket No.: 0I7M205PUS! 

Finally, the solicitor repeats the objection voiced by the examiner that the 
declaration is irrelevant' because the claims specify neither the unexpected result 
nor the ^features'" thai produce that result. K 
f \pv L t \" i vu 1 kv <_ _m , he 

x< auae , v , \m e *a > >w e o .. s, oe , e 

and reactor reteriiion time ibr the commercial operation described in the 
declaration. We are equally unaware of any law requiring that commercial 
production parameters be claimed. Moreover, the "feature" responsible tor 
appellant's unexpected results is recited in the claims, viz., "'substantially 
eo> \dn 

Here, reduced surface irregularities are the superior en cts re ealed from using the 
claimed varnish. Applicants note the Examples and 1 able 2 <- r , n , 
effects cannot be obtained in Kosho et ai. and such advantages do nut have to be recited in \ tee. 
of lite \ >■■- v/euAou; decision. 

..v a ^ o >m * m 

.// - B. Fmka ei aL, Kosho et aLA mmw et al and Flick 

1) Claims 1-4, 6-9 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fujitu et al. (i S o 7Y _^ 1 ^ m Kosho et t . (Ji 20< 2 2 ) with evidence of 
inherency provided by Flick (ImhiAiriai Solvents Handbook, 5" 1 edition, p. 367); and 

2) Claims 1-3, 5, 7-9 and 12-1.4 are rejeek s . . ^ v k . u paknn tm 
wes ajita et ; 5 ,029.) in view of Amano et al. (JP 04-304465), with evidence of 

* v n on p ^67} 

^ ^ ts are respet raverse 

n * ! v mm. chmr 1 

has been amended to i rather emphasize the distinctions between the present invention and die 
cited references. 

A- b.h respeei to ova assertion thai fee pre ;em im ention include ;d\ antages over the cited 
v ... x s pm ded at pagv " ! { 
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commensurate in scope with the claims. While the varnish of the present claims 

^\ g v s < << as recite _ d 14, th mis 

a np< shion is open n t i i i 

il solvents, in adciitit 
s > N ent requ 4, the sh may v c ackii s 

o ibc 5r the fust two paragrar is or p.ve V' e* \ v , oe \ 

present claims limit the amount of high-viscosity solvent in the varnish, and the 
claims encompass varnishes in which a relatively large proportion of the varnish 
( <v * r itiveh k ge - X) v )h>. v - ->e i v ohm 

itvi-p o oSv. o , ii ~ oa e i nd by K mo 
uuv w evidence of record to demonstrate that the mere inclusion of a high- 

^,Vv)VS SO.U 1 "; Y 1 \^ M >C „i Sic s s 

solvents and other components in the varnish, provides unexpected results. 

From this statement, the Examiner has argued that the evidence of improved results 
(unexpected results) is not commensurate in scope will cla enOon. Ais 

the Examiner focuses on the relative amounts of the components in the varnish. However, 



According to US practice, the skilled artisan should be able to review the evidence of 
unexpected results and come to the reasonable conclusion that the unexpected wsuks would be 
found for the entire scope of the present invention. In view of the amendment to claim 1 , the 
"e > v v i ne snowing of unexpected results. 

In addition. Applicants provide the following arguments. 

tee . ; , .» < o c : 

Claim I is directed to a charge-transporting varnish which comprises a charge- 
transporting substance composed of a charge-transporting oligomer having a number-average 
^ ' . v dm '>n or a charge .si , >. i s < < 

st u w m _ v ■> Jut <■ v 

v. \u s < v stone species oi 

stos - N n » k *■ more second solvents selected irons the group 

v s \ x t etannee am* x v 
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transporting substance or charge-transporting organic material being dissolved or uniformly 

J\-> V >C v C s 

~ x v a ^ „ ^ „ S <- v 0\ ' Oi 0 I V 

disst ved in a solvent tends to give s 
1 v t application and solvent evaporation, because it has a great iniennolecalar ibree doe to 

cki o v i ei ce s t xdyra a 

Miiksenl \ babe nnaecaha 

in order to solve the above-problems, the present im en 
oligomer bavins a runuberonerage molecular weight of 200 to 2,000 as a charge-transporting 
subsuoc a - emphasis added). 

Also, a varnish containing such an oligomer which is dissolved or unifon a- d < >e sed ; 

r ^ v.ojd sohent N.N - 
v c\ low ilowP'kp 

and prevents the materials and solvents from aggregating due to solvent evaporation at the tnne 
o . >.*u , . : 'oa ^ \arn-n-> «, tec ptcsent invention gives rise to a highly uniform thin 
film thai can be used as the hole injection layer of organic EL elements. See Tables 2-5 of the 
specification. 

<0,^o,\ , _ _^ , > , .> - > < . . ,_ , 1 1 

i g polyn ci u 11 s p 

solvent. Also, Fujita ei al. teach that suitable solvents for the coating kurkh k ade ) ene 
glycol. 

However, Fujita el al. fail to disclose or teach that RN'-dimethylaeetamide and/or 
to an : on t ; each 

so! eni and * second solvent 4.N : -d;mt c id/oi N,N'-dimethylimidazolidinone. 

Further, Fujita et ah fails to disclose or suggest the charge-transporting oligomer having a 
. ^ . . . c \ \, ^ a , "(K) io 2,000 
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solvents. Amano ct al. lack such inventive -features in ihe same context. 

w v u« ^ x o v vi tv\ " v v s from 

Fujiia et al in view of Kosho et al. or Amano et ai. 

As the MPEP di reels, ail -he claim limitations must be taught or suggested by the prior art 
to establish a prima jack case of obviousness. See MPEP § 2143.03. In view of the fact that the 
cited references fail to teach or fairi} suggest the claimed v v o a 1 v ease of 
said to exist 

s_ ^ * , ■> ^ v o he present 

ct k itio o overcome the f S> ^ - >. - 1 dependent 

therefrom, are also believed to address the same rejections. Therefore, the Examiner is 
espectl l tx onssdu and withdraw these rejections. 



Conclusion 

In view of the above remarks. Applicants believe the pending application, is i condition 
for allowance. 

Should there by an outstanding matters that need to he resolved in the present application, 
the Examiner is respectfully requested to contact Garth M. Dahien, Ph.D., Esq., Reg. No. 43375. 
at Use t-ck phone maemer of the undersigned below to conduct an interview in an effort to 
\j 1 3 a:v.>e-..enon connection with the present application. 
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Hi 



iwby authorized in this, concurrent, and 



replies to 



ovetpayme; 



Deposit Account No. 02-2448. 



Dated: \x o > s : - 



Respectiu ->n v 



By : X ^ ^ 

(k-a d V 

Registration No.: 2897? 

BIRCH, STEWART. KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road, Suite 100 East 
P.O. Box 747 

Falls Church, VA 22040-0747 
703-205-8000 
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